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Appellant respectf«l!>' requests recprisideriatioii of the Board of Patent Appeals and Interferences Decision 
on Appeal dated December 14. 2009, under 37 CFR 41.50(b)(2). Appellant believes the Board 
misapprehended oroverlooked the foJlowing points in riendering its decision. 

1. Appe llqnt'sinvention 

Appellant invented a mciho<J aiid ^pamtus useiul for alerting a user when a work of authorship 
that matches a designation of a work that is stored by a user in a memory is playing a satellite audio radio 
channel ptiier than the current user's channel. Appellant's invention accomplishes this by using a single 
receiver, that is, a single receiver is used in the course of pcrfonoance of at least the following: receive 
signals, save S designation, provide sipals (e.g., audio) to a user and scan other satellite audio radio 
channels. Appellant's invention eliminates the need for an auxiliary receiver and forces the single 
receiver of the invention to perform additional functions. The claimed invention is electrically, 
mechanicaily and functionally different than the cited art. 
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n. The B oani nn'sap prehetTided Appelant* s aTgiirnents on Brief 

In sustaining the Examiner's rejeccion, the iaoard misapprehended portions of Appellant's 

argument, which had a subsequent bearing on the Boml*s decisipn/ 

**Appellaiit arg»«» that tioue of the references employs the s^me receiver to save a 

destgnatiofl of *v0rk of authurship while scanning for selections In reaJ time (App. Bn 20). Further, 

Appellant argues th^t none of the references employs the same receiver to scan for selections in real 

time while providing the user audio and notification alerts. Id. See also Reply Bn 4" i his 

characterization is coircct. 

^'In fact, Appellaiit argues that the claimed invention accomplishes vrith one satellite audio 
receiver that which previously would have required two or more receivers (App, Br. 22)" 1 his 

characterization is correct. 

"AppeUanl's assertion that Robhins tteacbes away fri>m the use of multiple receivers is 
based upon Robblns* disclo»nre of redutlng the number of auxJUary receivers while maintaining 
that auxiliary receivers are stlU required (App. Br. 27)'» The Board misapprehended this argument.^ 
Appellant argued Robbins always requires a main receiver and at.le^st gne auxiliary receiver together in a 
system to function as intended, and thus teaches away from the claimed invemion. Even though Robbins 
discloses reducing the number of reci&ivers as a cost saving option, Robbins requires a main receiver and 
at least one auxiliary receiver. Thus. Robbins always contemplates die presence of at least two receivers. 
In other words, under the teaching of Robbins, the total number of receivers cannot be reduced to less 
than two and ther^ore Robbins does not contemplate or suggest the single receiver of the claims. As 
explained further below, even if the main an auxiliary receivers are integrated as asserted by the Board, 
such integration does not result in the claimed single satellite j<udio radio receiver ( hereafter ^'single 
receiver") iwention. 



• Throughout this pap^r, excetpts form the^ Board's decision and the prior art are set out in "Bold small type facV' 

^ Aiip^ilant iargued thst: . 

At the time of the invention, to one of ordinary skWl ia the art. Roobuns teaches away 
from elimiiiating all auxiliary receivers or considering an auxiliary receiver alone in a 
vacuum or even considering the consolidation of a main receiver and auxiliary receiver(s) 
together into one receiver because {I ) the use of a plurality of auxiliary receivers is 
cxph'citly stated as providing superior results relative to a single auxiliary receiver {even 
in ihe relaiively simple embodimeut of Robbins) and because multiple stream types can 
be scanned using auxiliary receivers, (2) Robbins requites at least one auxiliary receiver 
iti combinmion wirh a n>ain receiver to function, and (3) Robbins docs noi disclose or 
saggest that the otuectives. of the inver^tion can be n>et. even in an inferior manner, in the 
absence of either a main or auxiliary receiver. 



. PAGE 3M0 * RCvb AT 1/29J2010 4:28:49 PM [Eastern Standard Time] * SVR:U8PTO-EFXRF-5/35 * DN1S:2738300 * CSID: * DURATION (mm-ss):05-10 



FROM (FRI) 1.29" 10 1 6 : 28/ST. 1 6 : 26/'NO. 48 6505 605^ ^ 

CFrvi) I 29*10 15: 18,^ ST. i 5 ; 1 6.'^'0. 48 6 2 3 9 U6 / 3 f 

FROM 



rn th. Rnard's n^cVTsio,^ are te^ or) MaBBjicatiMofjfe ^ to a misunde rgtandm&of 
thtr factu;^^ uftif rpjr"'"P'' nf rhe present case 

The. Board's decision rests on the premise that if the m^in aitd auxiliary receivers of Robbins ai-eV 
mechanically integrated, under In re Larsor^, one of skill in the art would arrive at the claimed invention. 
Yet the Board does not supply any.rationsle for how the claims are an integration, or how one would 
integmte the receivers of Ro&bins or what would actually resuh from such an integration other than to 
remark that it is an "obvious expedient"' to integrate the receivers and thereby arrive at the claimed 
: invention. 

II, particular. In Larson is distinguishable fit>m the facts of the present case, and while a 
=un>ma.y of /« re Larson is detailed in the MPEP'. a short summaof follows to illustrate the Board's 
baseless position in. light of the case cited. In re Larson, the prior art showed a brake disc and clamp 
comprising several parts rigidly secured together as a single unit whereas the claimed invention rected 
the tenn "integral" in claim 12. whem A brake drum was integral with the clamping means. TheCCPA 
affirmed the rejection in In re iflr5c>«iidliling "that the use ot:aone piece construction instead of the 
structure disclosed in [the prior art] woiild be a matter of obvious engineering choice" The CCPA also 
noted that the claims defined no structure which would afford an unobvious distinction over the applied 
reference. 

Here, the Board overlooks (A) the iml»prtant facts underpinning llie holding in /« re Larson, 
Spebificallv.ihe brake andclatnp ^yerepr^cntin-each of the claimed invention and the prior art. and (B) 
the claims explicitly recite the stmcture that distinguishes the claimed invention from the applied Robbins 
reference, alone or in combination with the other cited art; and, (C) the properly applied case law further 
supports Appellants position that the claims provide rebutted indicia of unobviousness. 

^ The Bo »'vf-^ det^isio- n ipnQres the mfaninp! of tfr e term "tntggc all! 

in its rolling in In re Larson Jb^ CC^k turned to Welter's New International Dictionary (Second 
Edition) to define the term integral as '(2) CoVnposed of constituent parts making a whole; composite; 
integrated.' Using this definition, the CCPA stated that the invention merely connected through one piece 
construction that which was already described as joined together in a unitao^ whole. In that case, the 
brake and clamp were pr^&nl in boft the cjaimed invemion and the prior an. 



. : - .. ^ irtre i<OTpn340 F:.2d 965 
? ' t^ceisioivon Appeal, Page 9 
; >, MPEP 2144.04 (V) (fi) 
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With respect to the set of facts currently before the Board. In re Larson is wrongly applied 
because tl^e claimed invention accompliy^^ with 5 single satellite audio receiver that which previously 
wooid have required two or more receivers Q|)eratiag toge^ 

While the 0o£tfd poihis to the main and auxiliary receivers of Robbins as support for its position, 
the Board fails to recognize thai even if ^'Integrated", urider the doctrine set forth in In re Larson the 
. device resuJtani from tlie hypothetical integration wou!d> as a matter of law, result in something other than 
the claimedsingle receiver of the present inventive method and apparatus. 

Quite simply, under its analysis, the Board is applying ih^ holding of In re Larson without 
regards to the actual clairji limitations, and by virtue of this misapplication of the law, the Board is 
improperly comparing the system of a plurality of receivers of the cited art with the single receiver of the 
claimed inventiqn. How can two or more receivers (integrated or otherwise) working together, but having 
explicixly different functions, be pDnsjdered a single receiver? 

For the Board's analysis to be correct, the claim single receiver must mean '*a main and an 
auxiiiazy receiver in a system." Such an interpretation is contrary to' the law of In re Larson, contrary to 
the facts of the present case, contrary to Robbins itself (see e.g., Fig 8Ca) and other teachings of Robbitis 
which indicate that an auxiliary receiver is always needed), contrary to the other cited references; contrary 
to arguments made by Appellant^ as w^iFl as contrao' to the mean ing and context of the terms as used by 
Appellant and as such terms would be understood, by one of ordinary skill in the art, as further discussed 
in part B, below. 

(g) The clairhs recite structure: which provides unti&butted indicia of unol?viousness. 

The Board indicates; ^VhUe it U ciiear that Rpr|>bias «tdpK>y$ multiple receivers to form one 
hotnogenous reo^iver systeis, the ititenxai ^omponieats of AppeUant's receiver have not been 
discidsed. AppeHant does not provide any support for his posidon that the claimed receiver differs 
from the receiver system employed by Robbirts/** 

Here, the Board concedes that Robbins employs multiple receivers. In light of Appellant's 
explicit claim linnitations directed to a single; receiver, this admission alone is sufficient to show that both 
the Examiner and the Board have enred in the respective analyses, in that the system of two or more 
receives of Robbins, alone or in combination witli the cited art, does not result in the claimed single 
receiver. 

Appellant also respectful ly submi ts that the system fortned by Robbins is far from homogenous, 
as asserted by the Board, because the syiiteni tilearly includes at a minimum two different receivers having 
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different functions (i.e., a maifl and an auxiliaiy receiver). Indeed, support for Appellant's position that 
the claimed receiver differs from the receiviaf system employed by Robbiiis is explicit in the claim 
limitations directed to a single receiver. It defies logic and common sense to suggest that a single receiver 
is the same as a system of tv^o or more receivers. 

Robbins overall system is shoWri in Fig. S(a), reproduced in the Board's decision and is also 
reproduced below: 
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Note that Robbirts^ sy^tetn indnde^^ receiver 806. 



Compare the preceding with a non-limiting schematic set forth in Appellants application, where 
reference number 320 is a single receiver, as ?»et tbrth in Fig. 3: 



* Decision on Appeal, page 8 
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Figure 3 

By comparing the claims in the context of the non-limiting illustration of a portion of Appellant's 
claimtid invention lo Robbins* system, it is clear that flie single receiver claim ianguage distinguishes the 
invention mechanistically, electrically and fliinctioriaUy. The claimed invention is not and cannot be a 
main receiver and a sep^irate scannirvg auKiliary receiver arranged in a system of two or more receivers. 
By the Board's own characterization of Robbins, the claimed invention is completely different than the 
qited refereiice or combination of references. 

While it is unclear why the Board Indicates that the internal components of Appellants receiver 
(circuits etc.) need to be disclosed,' contrary to the statements made by both the Board and the Examiner, 



Decision on Appeal, page 8. last paragraph 
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- . additional non-limiting inte^mal compbneats of a single receiver within the scape of the claims is 
. . explicrtfy disclosed 

Additionaliy , the specfficatipn m Hlecl is replete with reasbhat>le support for the claimed and 
distinct structure of a ^'single receiver," including at least single reference number 320 in Fig. 3 and 
reference lo "a receiver^^ and "the receiver 320" in the specification, as explained in the Appeal Brief." 
Contrary lo the Board, it is at l^st the explicitly claimed single receiver that distinguishes the invention 
. from the receiver system, employed by Robbins. 

C. In £'<fog^'^ suppbtts the pa^entabifi^ of the claims 

AppelJant respectfoily submits that iri light of the faci$ of this case, the Board*s decision ignores 
the correct law. Here, the Boai^d has not addressed Appellant's arguments supported by In re Edge and 
clarification is respectfully requested., 

Appeliarvt has argued that under the ru les set forth in the MPEP -at § 2 i 44.04(11X6). which section 
more compJeteiy summarizies the holding of In re Edge, the claimed invention provides unrebutted indicia 
of unobvfous because, generally, Robbies' required feature of one or more auxiliary, receivers that scan 
for JD codes is omitted, while Appellant's invention retains the omitted features function. Specifically, by 
reciting a single receiver^ the claimed invention explicitly omits, at least, the auxiliary receiver yet retains 
the desired scanning function of the omitted element. 

Once the correct law is appiieil, the &cts show that Robbins actually teaches away from the 
. claimed invention bepause Robbins expHcitlyt^ehes that the nuniber of auxiliary receivers can be 
decreased, but that an auxiliary receiver is still required^^ Robbins slates in relevant part: 

"The reduction in cost may be reflected in the decrease in the needed 

auxiliary rece^i vers. -Vtemphasisad^^ 

Even though the number of auxiliary receivers in Robbins iSiay be decreased for the sake of cost 
at the expense ofspei^cL, there is a point alHvhich the number of auxiliary receivers cannot be reduced any 
further because at least one auxiliary receiver is always needed for Robbins' invention to function. 

This is because under Robbins, it is a fact that only an auxiliary receiver scans. In other words, at 
its most basic, Robbins requires at least two receivers (one main, one auxiliary) to function. Since an 

V^ e.g^ rion^llmitlng prophetic Example 3. ^ 
/ Appeal Brief, pa^^ 1^' 

J\}h^^^^^ 140 u;s.P.Q;5iS6 (GCPA 1966) Omission of an element and retention of its- 

function is indicia of unobviousness. 
" U.S. Patent No. 6,3 17,882. col. 35, lines 49-54 
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. : auxiliary receiver of Robbins is explicitly ne^d, if only a single auxiliary receiver is present in 
combinatioo with a main receiver, theti it caiinot be optional or removed. 

In its decision, Sie Board misapplied the law to create a foundation for its conclusion, but failed 
to explain how the integrated device of Robbins, in combination with any of the other cited art, actually 
arrives at the claimed invention. Moreover, the Board provides no other rationale based on facts to 
support ignoring tlie required plurality of receivers of the cited art. Appellant knows of no better evidehce 
of non-obviousness than proceeding in a direction contrary to the teachings of the reference. Here. 
Appellant's single receiver is neither main nor auxiliary to any other receiver, as explained in the Reply 
Brief^^ and is therefore patentably distinct over the art. 

Because the.Robbins art perceives a need for auxiliary receivers (hence the "needed auxiliary 
receivers- statement in Robbins),'* Appellant's single receiver method and apparatus that accompri.shes 
a!) of the functions of the main and avodUary receiver system of Robbins. shows insight contrary to the 
expectations and undersiattding of the art which again is unrebutted indicia of patentability. 

— - The combination of refer ences should p r^d.icftthfl p|niined invention 

The Board, in its own precedents, has held that . .the references must either expressly or 
impl iedly suggest the claimed combipalion or the Examiner must present a convincing line of reasoning 
as to why one skilled in the art would have found tiie claimed invention obvious in light of the teachings 
of the references." Ex Parte O'app, 227 U;S:P;Q:2d 972, 973 (Board. Pat. App. & Inf. 985). 
Fundamentally, therefore, according to the Board's own precedents the combination of references and 
reasons must produce at least something akin to the claimed invention. 

In View of this authority and otJters from the Federal Circuit, it is clear that the Board's reasoning 
and al leged combihatipn of referenobs must produce the claimed invention. In the present case, the Board 
has failed to meet this: btJrden, because by its own reasoning it has shown that something else, and not the 
claimed invention, could be obvious over the alleged combination of references. Appellant contends that 
one of ordinaPy skiH in the art, applying Tittlebaum and Owens to the primaiy Robbins reference in the 
manner applred by the Board, may have developed something, but not t'ie single receiver invention of the 
claims. Therefore, the Board's reasoning cannot be considered convincing. 

■ KSit does riot change this corichision :Under KSR common sense still prevails, InAppellant^s ' 

View KSR does not change the standard that tfie showing must be ofthe actual claimed invemion. K SR 
may have changed what constitutes suggestion or motivation to combine, but post-KSR, the claimed 

ii'^i?^ !" ^ PP'^'^"*'' ^PP«^' ^"^f' P^Se 27. underlined paragraph. Reply Brief, page 5, third full paragraph 
Reply Briet, Page 6, last paragraph f b f 
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invention, and not somethmg else^.still must be rendered obvious. Thus, under KSR common sense 
would dictate that to have proper motivation and a proper combination of references to teach the claimed 
invention, the reasoning and refefiences must in fact produce the claimed invention and not something 
other than the claimed invention. 

VI The Boar4 failed to consider s^parateiy argued dependent claim 77 

The Board also failed to consider the fact that Appellant separately argued the patentability of 
claim 77 in both the Appeiit Brief*^ and Reply Brief As twice argued. Appellant respectfully submits 
that under the teachings of Robbtns, if different signals for scanning are present (as claimed in claim 77). 
then the teachings of Robbins requires two or more aiLxiliary receivers for scanning - one for each of the 
different received signals. 

Again, this is completely different from the claimed invention, which requires a single receiver in 
the course of scanning an at least signals From different sources. Reconsideration of the patentability of 
\ the claim is. respectfully requested. 

V I 1/ - C onclusi p n 

The Board's decision rests sofely on a misapplication of the law to the facts and claim limitations. 
Even if the cited art is integrated as proposed by the Board, as a matter of law one of ordinary- skill in the 
art would arrive at something other than the claim^ invention. Here, the claims are directed to a single 
receiver apparatus and method, which is completely different than the cited art, alone or in combination. 
Moreover, the cited art teaches away frotti the clai invention. 

Reconsideration and reversal of the Board's December 14, 2009 decision is requested. 
Alternatively, clartficalion of the tiasis of the Board's reasoning is requested in order for Appellant to 
: prepare an appeal to the Federal Circuit. 

Respectfully Siibraitted, 



U.S. Patent INo. 6,3 1 7,882, col . 35, lines 49-54 
, Appeal Bnefv page 26, second f^^^ 

: ' • Reply Brief, ^Jage. 1 1, first two paragraphs; the entire Section B 




Christopher I. Halliday, Esq, 
Reg. No. 42,621 
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